Buzzaccarini (de Buzzaccarini), for reasons of record set forth in paper No. 4, dated June 19. 
2002. In that paper, the Examiner asserted that de Buzzaccarini teaches a liquid cleaning 
composition for providing cleaning characteristics on grease/oily soils and inorganic 
particulate soils as well as shoes, comprising surfactants, polyacrylates, alkanol ammonium 
salts of fatty acids, detersive enzymes, water soluble phosphates, alkaline pH modifiers, 
optical brighteners and perfumes. The Examiner further asserted that it would have been 
obvious to estimate the ratio of water absorption on the shoes and the ratio of friction 
between shoes and to include instructions for use. 

In addition, the Examiner found Applicants' arguments filed October 31, 2002 to have 
been unpersuasive. In particular, the Examiner asserts that de Buzzaccarini teaches a 
composition having excellent cleaning characteristic for "removing grease/oily soils and 
inorganic particulate soils that deposit on polished shoes", and concludes that it therefore 
would have been obvious to use such a composition for cleaning or treating shoes since the 
composition comprises similar ingredients and therefore should have similar properties. 

The rejection is traversed and reconsideration is respectfully requested. Contrary to 
the Examiner's assertion, there is no suggestion or motivation in de Buzzaccarini to modify 
the hard-surface scouring cleanser compositions disclosed therein to arrive at the claimed 
compositions, suitable for treating shoes. Most importantly for purposes of patentability, the 
present invention is clearly limited in scope to a composition comprised of a selection of 
ingredients that relatively decreases wash-related damage to shoes, rendering the present 
inventive compositions nonobvious in view of de Buzzaccarini, for reasons fully discussed 
below. 

Present independent claim 1 is directed to a treating composition for treating one or 
more shoes comprising one or more benefit agents that impart one or more desired benefits to 
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the one or more shoes when the treating composition is applied directly or indirectly to the 
one or more shoes prior to, during, and/or after washing the shoes with or in an aqueous 
medium, wherein the treating composition is formulated so that any damage as a result of 
washing the one or more shoes with or in an aqueous medium with application of the treating 
composition is reduced compared to washing the one or more shoes with or in an aqueous 
medium without application of the treating composition. 

Applicants submit that the Examiner has misread the de Buzzaccarini disclosure, and 
respectfully note that the Examiner's quote "for removing grease/oily soils and inorganic 
particulate soils that deposit on polished shoes" is a mischaracterization of de Buzzaccarini's 
actual teaching. The only reference in de Buzzaccarini to shoes is found at col. 2, lines 5-9. 
Referring to liquid cleaning compositions, the disclosure states "with the ability to provide 
excellent cleaning characteristics across the range of water hardness on grease/oily soils and 
inorganic particulate soils, as well as on shoe polish, marker ink, bath tub soil etc,..." In this 
context, de Buzzaccarini contemplates shoe polish as a soil type that needs to be removed, 
i.e. cleaned, from a hard surface, de Buzzaccarini specifically describes the cleaning 
compositions as liquid scouring cleansers containing abrasives, intended for use on household 
surfaces such as metal, glass, ceramic, plastic and linoleum. There is absolutely no 
suggestion that the cleansers be modified to reduce wash damage in cleaning shoes. In fact, 
the disclosed compositions would be inimical in the treatment of shoes, since they necessarily 
comprise abrasives. 

Importantly, claim 1 recites "wherein said treating composition is formulated so that 
any damage as a result of washing the one or more shoes with or in an aqueous medium with 
application of the treating composition is reduced compared to washing the one or more 
shoes with or in an aqueous medium without application of the treating composition" The 
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present inventive compositions comprise benefit agents, which are defined in the 
specification, and which are selected from ingredients disclosed therein. It is clear that the 
scope of the invention is restricted to a selection of such agents that confers the requisite 
recited limitation. The limitation, in fact, acts as a selection mechanism. Applicants submit 
that this limitation renders the present compositions patentably distinguishable from the de 
Buzzaccarini compositions which lack such a selection mechanism with regard to reducing 
wash-related damage to shoes. There is not a single de Buzzaccarini teaching or example that 
falls, or could conceivably fall (due to the mandatory inclusion of abrasives), within the scope 
of this limitation. Put simply, the teachings of de Buzzaccarini do not suggest, disclose or 
enable the present inventive compositions. 

In comparing the differences between the structure and properties taught in the prior 
art and those of Applicant's invention, it is necessary to include consideration of the problem 
solved by the inventor. In re Newell, 13 USPQ 2d 1248 (Fed.Cir. 1989). "There must be a 
teaching or suggestion within the prior art, within the nature of the problem to be solved, or 
within the general knowledge of a person of ordinary skill in the field of the invention, to 
look to particular sources, to select particular elements, and to combine them as combined by 
the inventor. Ruiz v. A.B.Chance Co., 234 F.3d 654, 665, 57 USPQ 2d 1 161, 1 167 (Fed. Cir. 
2000). de Buzzaccarini fails to provide such a teaching or suggestion for the selection 
necessary to arrive at the claimed invention, and in fact teaches away from the claimed 
invention. 

Further, patented compositions directed to cleaning spilled shoe polish from 
household surfaces do not render the present compositions directed to decreasing wash- 
related damage to shoes obvious, simply by the mere presence of the word "shoe" in the 
reference disclosure. In order to render a claimed invention obvious, prior art must enable 
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one skilled in the art to make and use the claimed invention, Motorola, Inc. v. Interdigital 
Tech. Corp., 43 U.S.P.Q.2d 1481, 1489 (Fed. Cir. 1997). The teachings of de Buzzaccarini 
do not enable the present inventive compositions. Hence, the present inventive compositions 
are nonobvious in view of de Buzzaccarini and the § 103(a) rejection has been overcome. 
Reconsideration is respectfully requested. 

Also, in the Office Action, claims 1-3, 9-10, 13-14, 31-32, 36, 46-47 and 52-53 were 
rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent. No. 5,306,444 to 
Kitamura et al. (Kitamura), for the reasons of record in paper No. 4. Specifically, the 
Examiner asserted that Kitamura teaches detergent compositions for shoe cleaner and shoe 
polish comprising sterilizers such as benzalkonium chloride and chlorohexydine gluconate, 
perfumes, surfactants and oils, and in any form such as liquid, lotion, cream or solid. 

In reply to Applicants' prior arguments, the Examiner merely states that the reference 
teaches compositions having ingredients similar to those claimed, and, therefore, the 
composition should have similar properties to those claimed. 

This rejection is traversed. The Examiner appears to be focusing exclusively on the 
recitation of the inventive composition as a treating composition for shoes. However, the 
"wherein clause," italicized below, must be given patentable weight as a limitation on the 
inventive compositions, and distinguishes the present invention over the cited reference. 
Hence, reconsideration is respectfully requested. 

As detailed prior, independent claim 1 is directed to a treating composition for 
treating one or more shoes. Significantly, the treating composition is formulated so that any 
damage as a result of washing the one or more shoes with or in an aqueous medium with 
application of the treating composition is reduced compared to washing the one or more 
shoes with or in an aqueous medium without application of the treating composition. 
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Kitamura discloses a detergent composition for domestic or business use or a skin 
cleanser composition comprising compounds having a protease inhibitory activity, being 
harmless to the human body, and being detersive to a variety of substrates. In other words, 
the motivation of Kitamura is to provide detergent compositions with agents which condition 
and/or protect human skin. The Kitamura reference to shoe cleaners (see col.3, lines 8-10) 
is in the context of exhaustively listing the types of prior art detergents contemplated as 
comprising the detersive aspect of the patented composition. Kitamura discloses the addition 
of a protease inhibitor to the detergent, whatever the intended substrate to be cleaned. The 
Kitamura specification also teaches an optional third additive component which must be 
"dermatologically acceptable" (col. 5, line 40), and can comprise, inter alia, surfactants, 
abrasives, perfumes, oils, bleaching agents and sterilizers. The Kitamura protease inhibitor 
comprises either a leupeptin-derived protease inhibitor or a oo-amino acid represented by the 
formula NH 2 (CH 2 ) n COOH. Protease inhibitors merely inhibit the catalysis of peptide bonds, 
(see col. 3 lines 27-40), and are not among the benefit agents presently disclosed as 
comprising the agents to be selected from in formulating the present compositions according 
to the recited selection mechanism clause. 

Significantly, while the Kitamura compositions comprise some of the same 
ingredients as the present inventive compositions, Applicants find no teaching that the 
Kitamura ingredients axe formulated so that any damage as a result of washing the one or 
more shoes with or in an aqueous medium with application of the treating composition is 
reduced compared to washing the one or more shoes with or in an aqueous medium without 
application of the treating composition. While Kitamura suggests that detergent composition 
for shoes can serve as the detersive aspect to which the requisite protease inhibitors are 
added, detergent for cleaning shoes does not define the present inventive compositions. The 
present treating compositions comprise benefit agents, which are defined in the specification 
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on page 8 as "any agent that can impart a consumer-recognizable or measurable benefit to an 
article, such as a shoe, and which are uniquely formulated to reduce the relative damage a 
shoe typically sustains upon being washed. It is not "cleaning" ingredients for shoe, but a 
composition formulated to reduce wash-related relative damage to shoes that patentably 
distinguishes the present inventive treating compositions over Kitamura. While the present 
disclosure lists possible ingredients which overlap with some of the ingredients of Kitamura, 
only the present invention selects ingredients according to those which confer the requisite 
relative damage-reducing function. There is no teaching or suggestion in Kitamura of 
formulation, including selection of ingredients, according to any concern for potential 
damage to the substrate intended to be cleaned, particularly a shoe. There are no examples 
or other disclosures in Kitamura which reflect the present selective limitation, even 
inherently. A mere overlap of possible ingredients does not render the claimed formulation 
criteria obvious. 

"There must be a teaching or suggestion within the prior art, within the nature of the 
problem to be solved, or within the general knowledge of a person of ordinary skill in the 
field of the invention, to look to particular sources, to select particular elements, and to 
combine them as combined by the inventor. Ruiz v. A.B.Chance Co., 234 F.3d 654, 665, 57 
USPQ 2d 1161, 1 167 (Fed. Cir. 2000). Hence, the present treating compositions, which are 
formulated to reduce the wash-related damage to shoes, are nonobvious and patentably 
distinguishable over Kitamura. Reconsideration is respectfully requested. 

Claims 1-7 and 9-14 were rejected under 35 U.S.C. §103(a) as being unpatentable 
over U.S. Patent No. 5,431,840, to Soldanski et al. (Soldanski), and claims 1 and 8 were 
rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent No. 5,482,644 to 
Nguyen et al. (Nguyen), both for the reasons of record in paper No. 4. 
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With respect to Soldanski, the Examiner asserts that the disclosure teaches 
compositions for leather shoes comprising cleaning agents, anionic and nonionic surfactants, 
polyacrylates, fragrances, C12/14 fatty alcohol ethoxylated and wax. With respect to 
Nguyen, the Examiner asserts that the disclosure teaches detergent compositions for cleaning 
athletic shoes comprising surfactants and liquid detergent for binding heavy metal such as 
chromium. With respect to both, the Examiner asserts that Applicants prior arguments are 
unpersuasive "because the reference teaches compositions having ingredients similar to those 
claimed and therefore, the composition should have similar properties to those claimed." 

These rejections are traversed and reconsideration is respectfully requested. The 
present inventive compositions, detailed above, are formulated so that any damage as a result 
of washing the one or more shoes with or in an aqueous medium with application of the 
treating composition is reduced compared to washing the one or more shoes with or in an 
aqueous medium without application of the treating composition. Neither reference 
discloses, teaches or suggests such a formulation requirement. 

Soldanski is directed to cleaning compositions comprising wax emulsions mixed with 
detergents suitable for cleaning a variety of substrates, including shoes. Nguyen is directed to 
aqueous soap compositions. However, as pointed out supra, the present inventive 
compositions are not merely detergent compositions for cleaning shoes. The present 
disclosure teaches and claims compositions formulated such that relative wash-related 
damage to shoes is reduced. Neither reference, on the other hand, addresses wash-related 
damage to shoes, and neither reference teaches or discloses a compositions formulated to 
decrease wash-related damage to shoes. The rejections consistently ignore the patentable 
weight of this limitation. The ingredients selected to comprise the present inventive 
compositions must reflect this limitation to enable the invention as a whole. 
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In order to render a claimed invention obvious, prior art must enable one skilled in the 



* art to make and use the claimed invention, Motorola, Inc. v. Inter digital Tech. Corp., 43 
- U.S.P.Q.2d 1481, 1489 (Fed. Cir. 1997). It is therefore submitted that the compositions of 
claims 1-14 are nonobvious over and patentably distinguishable from Soldanski and Nguyen, 
whereby the rejections under 35 U.S.C. § 103(a) have been overcome. Reconsideration is 
respectfully requested. 

It is believed that the above represents a complete response to the rejections under 35 
U.S.C. §103, and places the present application in condition for allowance. Reconsideration 
and an early allowance are respectfully requested. 



Respectfully submitted, 




Hilly D. Kozlo\*ski/ Rfeg. No. 30,468 
Attorney for Applic^s 
DINSMORE & SHOHL LLP 
1900 Chemed Center 
255 E. Fifth Street 
Cincinnati, Ohio 45202 
(513) 977-8568 
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